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REMARKS 

I. Status of Claims 

Claims 1-49 are currently pending in this application. Claims 22, 23, 26, 39, 40, 42, 44, 
47, 48, and 49 stand rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent No. 
6,105,334 to Monson ("the Monson patent"). Claims 24, 25, 30, 31, and 43 stand rejected under 
35 U.S.C. § 103(a) as being obvious over the Monson patent. Claims 32-38, 41, 45, and 46 stand 
rejected as being obvious over the Monson patent in view of U.S. Patent No. 6,1 16,750 to Hentz 
("the Hentz patent"). Claims 1, 2, 3, 4, 5, 9, 10, 18, 19, 20, and 21 stand rejected under 35 U.S.C. 
§ 103(a) as being obvious over the Monson patent in view of U.S. Patent No. 6,561,762 to Horng 
("the Horng patent"). Claims 6, 7, 8, 27, 28, and 29 stand objected to as being dependent upon a 
rejected base claim, but allowable if rewritten into independent form. Claims 1 1-17 are allowed. 

II. Amendments to the Claims 

Applicants have amended claim 46 to correct an improper dependency. Entry of the 
amendment is respectfully requested. 

HI. Interview Summary 

Applicants thank the Examiner for the courtesy of the personal interview held at the Patent 
and Trademark Office on September 16, 2004. At that interview, Applicants' representatives 
demonstrated a sample of the invention, and pointed out that the Monson patent does not disclose 
or suggest a preassembled integral unit formed by a housing and an electrical fixture as recited in 
the pending claims. Applicants 1 representative further pointed out that Hentz does not disclose a 
gasket as recited in claims 32 and 41. The Examiner agreed to take the matter under advisement. 

IV. Claims 1-5, 9-10 and 18-26, and 30-49 Are Patentable Because The Monson 

Patent Does Not Disclose Or Suggest Forming A "Preassembled Integral Unit." 

The primary reference used to reject claims 1-5, 9-10, 18-26, and 30-49 is the Monson 
patent. Applicant respectfully traverses the rejections based on the Monson patent because the 
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Monson patent does not disclose or suggest constructing a preassembled integral unit from a 
housing and an electrical fixture. 

An important feature of the present invention is that the unit is preassembled — i.e. 
assembled before installation in a ceiling or a wall. As discussed in the background of the 
invention, prior to the present invention, builders employed Tire boxes" to maintain the fire rating 
of a ceiling when installing a recessed light fixture. "Fire boxes" are custom made sheet rock 
enclosures, and involve significant time and expense. First, a carpenter blocks the joist space so 
that the joists can carry the sheet rock enclosure. Next, a drywall contractor installs sheet rock. 
Then, an electrician installs a light fixture within the drywalled enclosure. Finally, because each 
enclosure is unique, a building inspector has to inspect each enclosure for adherence to building 
fire codes. The inspection step often poses significant issues because it involves subjective 
evaluation by a fire inspector and considerable time. 

In contrast, with the present invention, a preassembled integral unit can be built to 
predetermined specifications in a factory. Approval based on fire codes can be obtained prior to 
installation from a nationally recognized laboratory, such as Underwriters Laboratory. An 
electrician can install the unit with no assistance from other contractors, and because the unit has 
nationally recognized approval, individual fire code inspection is unnecessary. This results in 
significant time and cost savings. Thus, the present invention provides substantial benefits over 
the prior art methods. 

Each of the pending independent claims that stands rejected over the Monson patent 
requires forming a preassembled integral unit from a housing and an electrical fixture. 
Independent claim 1 recites "said housing and said recessed fan assembly form a preassembled 
integral unit." Independent claim 18 recites "said support structure and said fire-resistant housing 
comprising a preassembled integral unit." Independent claim 22 recites "said housing and said 
electrical fixture form a preassembled integral unit." Independent claim 32 recites "said recessed 
light fixture and said housing form a preassembled integral unit." Independent claim 39 recites 
"said recessed light fixture and said housing form a preassembled integral unit." 

The Monson patent fails to disclose or suggest a preassembled integral unit formed from a 
housing and a recessed light fixture as required by the claims, and actually teaches in the opposite 
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direction. The Monson patent discloses building an enclosure in place by mounting an enclosure 
between spaced apart building joists. A fire-resistant material is applied to the inside surface of 
the panel either prior to or after the enclosure has been mounted between the joists. After the 
lighting enclosure has been properly installed, a light fixture is then emplaced therein and secured 
in a conventional manner. See, e.g., column 2, lines 47-67; column 5, lines 10-30, column 6, lines 
12-20. Thus, rather than disclosing or suggesting a preassembled unit, the Monson patent teaches 
assembling the enclosure in place and then separately installing the light fixture. 

The Monson patent, which only discloses assembling an enclosure in place, is similar to 
the prior art fire box method. Rather than a preassembled integral unit as required by the pending 
claims, Monson teaches constructing the assembly of the enclosure and light fixture piece by piece 
in the ceiling. Nothing in the Monson patent suggests forming a preassembled integral unit as 
recited in the pending claims. Accordingly, the pending claims of this application are patentably 
distinct from the Monson patent, and notice to that effect is respectfully requested. 

V. Claims 32-38, 41 and 46 Are Patentable Because The Hentz Patent Does 
Not Disclose Or Suggest A Gasket Adapted To Surround An Opening. 

Claims 32-38, 41, and 46 are patentable for the additional reason that the Hentz patent does 
not disclose a "generally fire-resistant gasket 11 as required by claims 32-38, 41, and 46. The 
Examiner rejected claims 32-38, 41, and 46 over the Monson patent in view of the Hentz patent. 
The Examiner alleges that it would have been obvious to combine the Monson patent disclosure 
with the gasket shown in the Hentz patent. As seen in Fig. 8 of the Hentz patent and as discussed 
at col. 7, lines 33-51, the gasket 66 of the Hentz patent is positioned between the interior wall 
surfaces of the trim 56 and the exterior wall surfaces of lamp 68. The purpose of the gasket is to 
prevent moisture from entering the lamp housing and contacting electrical components in the lamp 
housing. Nothing in either the Hentz patent or the Monson patent suggests using the moisture 
resistant gasket of the Hentz patent with the fire resistant enclosure of the Monson patent. 

Further, even if one were to combine the two patents in the manner suggested, the resulting 
combination does not disclose the limitations of the claims. Independent claim 32 requires "a fire- 
resistant gasket adapted to substantially surround the opening of the fire-rated building structure." 
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Claim 41 requires a "generally fire resistant gasket adapted to substantially surround the opening 
on the adjacent building structure." The gasket shown in the Hentz patent is located entirely 
within the housing of the light fixture, and does not "substantially surround the opening" in the 
building structure. Thus, even if one were to combine the Hentz patent and the Monson patent in 
the manner suggested by the Examiner, the resultant combination does not disclose or suggest the 
limitations in the pending claims. These claims are therefore allowable, and notice to that effect is 
respectfully requested. 

VI. Secondary Consideration of Obviousness 

As discussed in the interview, the patentability of the subject matter of the present 
invention is also supported by secondary considerations of obviousness. Secondary considerations 
of obviousness must be considered by the Patent and Trademark Office, and include such 
objective evidence as commercial success, industry recognition, and copying. In re GPAC, Inc., 
57F.3dl573 (Fed. Cir. 1995). 

Here, there is ample objective evidence that the present invention was not obvious at the 
time it was made. The commercial version of the disclosed invention is sold by Progress Lighting, 
Inc. under the brand name of Firebox. A brochure for the Firebox products is attached as Exhibit 
A. The Firebox line of products has been commercially successful, and, as shown in the attached 
Exhibit B, has been awarded numerous awards by industry associations recognizing its unique 
contribution to the lighting industry. Furthermore, the present invention has been copied by other 
companies in the lighting industry. As one example, enclosed as Exhibit C, is a brochure from 
Elite Lighting Corporation (who also does business under the name Fire Proof, Inc.), showing that 
the present invention was copied by the Elite Lighting Corporation. Further, Progress Lighting, 
Inc. successfully sued Elite Lighting Corporation for infringing U.S. Patent No. 6,357,891, the 
parent patent of the present application. A copy of the press release announcing the favorable 
settlement of the lawsuit is attached as Exhibit D. 
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VII. Objections to Claims and Allowable Claims 

Applicants thank the Examiner for the indication that claims 6, 7, 8, 27, 28, and 29 would 
be allowable if rewritten into independent form and for the allowance of claims 11-17. 

VIII. Conclusion 

In view of the above, it is believed that the above-identified application is in condition for 
allowance, and notice to that effect is respectfully requested. Should the Examiner have any 
questions, the Examiner is encouraged to contact the undersigned at the telephone number 
indicated below. 



Respectfully submitted, 




Michael E. Stimson 
Reg. No. 41,333 
Attorney for Applicants 



Roylance, Abrams, Berdo & Goodman, L.L.P. 
1300 19 th Street, N.W., Suite 600 
Washington, D.C. 20036-1649 
(202) 659-9076 



Dated: 
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